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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: 
Page 5, paragraph [0019], line 6, suggest changing "adding" to -added-. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-5, 7-14, and 18-20 are rejected under 35 U.S.C. 102(a) as anticipated by or, in 
the altemative, under 35 U.S.C. 103(a) as obvious over JP2003-034537 (hereafter JP '537). 
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Art Unit: 1745 

Claim 1: JP '537 discloses an electrode material comprising compositions of 
Lii+xNiaMnpAy02 wherein A is chosen from the group consisting of Mg, Zn, AI, Co, Ga, B, Zr, 
Ti and further wherein x is between about 0 and 0.2, a is between about 0.1 and 0.5, P is 
between about 0.4 and 0.6, and y is between about 0 and about 0.1. See abstract, and paragraphs 
[0036] -[0038]. 

In particular, JP '537 discloses an electrode material comprising compositions of 
LixNiyMnzQ(i-y-z)02 wherein Q (which corresponds to A) is chosen form the group consisting of 
Mg, Al, Co and 0<x<1.2 (wherein x corresponds to (1+x), y and z are 0.7<y/z<9.0 (where y and 
z correspond to a and P, respectively) and 1-y-z (which corresponds to y) is 0<l-y-z<0.5.) and Q 
is chosen from the group consisting of Mg, Al, and Co. 

As an example, 

1. Assume 1+x = 1.2, l-y-z=0, 

@ y/z=0.7, y=0.7z @y/z=9, y=9z 

l-0.7z-z=0 l-9z-z=0 

l=1.7z l=10z 

z=0.58 z=0.1 

Therefore, z=P is between 0.1 and 0.58 which falls within the claimed range. 

@y/z=0.7, z=y/0.7, z=l .42y @y/z=9, z=l/9y, z=0. ly 
l-y-1.42y=0 l-y-0.1y=0 



l=2.43y 



1=1. ly 



y=0.41 



y=0.9 
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Therefore, y=a is between 0.41 and 0.90 which falls within the claimed range. 

In the alternative, in light of the range limitations taught by JP *537, it would have been 
within the skill of, or obvious to, one having ordinary skill in the art at the time the invention was 
made to have selected the values for x, y, z to arrive at the claimed or desired composition. 

Claim 2: The rejection of claim 2 is as set forth above in claim 1. 

Claim 3: The rejection of claim 3 is as set forth above in claim 1 wherein A (Q) is Mg 
and further wherein x is between about 0 and 0.2, a is between about 0.1 and 0.5, p is between 
about 0.4 and 0.6, and y is between about 0.01 and about O.L 

Claim 4: The rejection of claim 4 is as set forth above in claim 1 wherein A is Al and 
further wherein x is between about 0 and 0.2, a is between about 0.15 and 0.5, P is between 
about 0.45 and 0.6, and y is between about 0.01 and about 0.1. 

Claim 5: The rejection of claim 5 is as set forth above in claim 1 wherein A is Co and 
further wherein x is between about 0 and 0.2, a is between about 0.15 and 0.5, p is between 
about 0.45 and 0.6, and y is between about 0.01 and about O.L 

Claims 7-8: The recitation "wherein the material is manufactured by a solid state reaction 
method" has been considered, and construed as a product-by-process limitation. 

Claims 9-10: The recitation "wherein the material is manufactured by an aqueous 
solution based process", has been considered, and construed as a product-by-process limitation. 

Claims 11-12: The recitation "wherein the material is manufactured by a sol-gel 
method", has been considered, and construed as a product-by-process limitation. 
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"[E]ven though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a product does 
not depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is impatentable even though the 
prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985) (citations omitted) (Claim was directed to a novolac color developer. 
The process of making the developer was allowed. The difference between the inventive process 
and the prior art was the addition of metal oxide and carboxylic acid as separate ingredients 
instead of adding the more expensive pre-reacted metal carboxylate. The product-by-process 
claim was rejected because the end product, in both the prior art and the allowed process, ends 
up containing metal carboxylate. The fact that the metal carboxylate is not directly added, but is 
instead produced in-situ does not change the end product.). 

Claim 13: JP '537 further discloses that the electrode material is a cathode (i.e. a positive 
electrode)(paragraph [0042]. 

Claim 14: JP '537 discloses a method for forming an electrode material made of 
substituted lithium nickel-manganese oxides, comprising the steps of: producing compositions of 
Lii+xNiaMnpAy02 wherein A is chosen from the group consisting of Mg, Zn, Al, Co, Ga, B, Zr, 
and Ti, and further wherein x is between about 0 and 0.2, a is between about 0.1 and 0.5, p 
between about 0.4 and 0.6, and y between about 0 and about 0.1 (as set forth above in claim 1) 
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through a electrode forming process chosen from a soHd-state reaction method (i.e. dry process 
of calcining which is similar to that instantly disclosed)(paragraph [0008]). 

Claim 18: JP '537 discloses an electronic device (paragraph [0002]) comprising: an 
electrode comprised of an electrode material as set forth above in claim 1 having the formula 
Lii+xNiaMnpAY02 wherein A is chosen from the group consisting of Mg, Zn, Al, Co, Ga, B, Zr, 
and Ti and further wherein x is between about 0 and about 0.2, a is between about 0.1 and about 
0.5, p is between about 0.4 and about 0.6, and y is between about 0 and about 0.1. 

Claim 19: JP *537 discloses an electronic device comprises a rechargeable battery (i.e. a 
lithium secondary battery). 

Claim 20: JP *537 discloses that the electrode is a cathode comprising a mixture of about 
80 wt. % of the electrode material, about 10 wt. % carbon, and about 10 wt. % polyvinylidene 
fluoride as a binder (paragraph [0045]). 

5. Claims 1-2, 4-6, and 7-14, and 18-19 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the altemative, under 35 U.S.C. 103(a) as obvious over JP9-=035715 (hereafter JP 
'715). 

Claim 1: JP '715 discloses an electrode material comprising compositions of 
Lii+xNiaMnpAyOa wherein A is chosen from the group consisting of Mg, Zn, Al, Co, Ga, B, Zr, 
Ti and further wherein x is between about 0 and 0.2, a is between about 0.1 and 0.5, p is 
between about 0.4 and 0.6, and y is between about 0 and about 0.1. 
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In particular, JP '715 discloses an electrode material comprising compositions of LxNii. 
yMy02 where M expresses at least one element chosen from Zn, Al, Co, B, and Ti and further 
wherein x is 0<x<1.2 and y is 0<y<l. See paragraph [0023]. 

Assuming .that y corresponds to a, p, and y and M expresses two elements. Ml and M2, 
JP '715 discloses a composition described as LxNii.yMyiMy202 wherein yl+y2 = y which is the 
same as that instantly claimed. 

However, in the altemative, in light of the range limitations taught by JP '715, it would 
have been within the skill of, or obvious to, one having ordinary skill in the art at the time the 
invention was made to have selected the values for x and M to arrive at the claimed or desired 
composition. 

Claim 2: The rejection of claim 2 is as set forth above in claim 1. 

Claim 4: The rejection of claim 4 is as set forth above in claim 1 wherein A is Al and 
further wherein x is between about 0 and 0.2, a is between about 0.15 and 0.5, p is between 
about 0.45 and 0.6, and y is between about 0.01 and about 0.1. 

Claim 5: The rejection of claim 5 is as set forth above in claim 1 wherein A is Co and 
further wherein x is between about 0 and 0.2, a is between about 0.15 and 0.5, P is between 
about 0.45 and 0.6, and y is between about 0.01 and about 0.1. 

Claim 6: The rejection of claim 6 is as set forth above in claim 1 wherein A (M) is Ti and 
further wherein x is between about 0 and 0.2, a is between about 0.2 and 0.5, the p is between 
about 0.4 and 0.6, and y is between about 0.01 and about 0.1. 
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Claims 7-8: The recitation "wherein the material is manufactured by a soHd state reaction 
method" has been considered, and construed as a product-by-process limitation. 

Claims 9-10: The recitation "wherein the material is manufactured by an aqueous 
solution based process", has been considered, and construed as a product-by-process limitation. 

Claims 11-12: The recitation 'Vherein the material is manufactured by a sol-gel 
method", has been considered, and construed as a product-by-process limitation. 

"[E]ven though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself The patentability of a product does 
not depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985) (citations omitted) (Claim was directed to a novo lac color developer. 
The process of making the developer was allowed. The difference between the inventive process 
and the prior art was the addition of metal oxide and carboxylic acid as separate ingredients 
instead of adding the more expensive pre-reacted metal carboxylate. The product-by-process 
claim was rejected because the end product, in both the prior art and the allowed process, ends 
up containing metal carboxylate. The fact that the metal carboxylate is not directly added, but is 
instead produced in-situ does not change the end product.). 

Claim 13: JP '715 further discloses that the electrode material is a cathode (i.e. a positive 
electrode)(paragraph [0021]. 

Claim 14: JP '715 discloses a method for forming an electrode material made of 
substituted lithium nickel-manganese oxides, comprising the steps of: producing compositions of 
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Lii+xNiaMnpAyOi wherein A is chosen from the group consisting of Mg, Zn, Al, Co, Ga, B, Zr, 
and Ti, and further wherein x is between about 0 and 0.2, a is between about 0.1 and 0.5, p 
between about 0.4 and 0.6, and y between about 0 and about 0.1 (as set forth above in claim 1) 
through a electrode forming process chosen from a solid-state reaction method (i.e. dry process 
of calcining which is similar to that instantly disclosed)(paragraphs [0045]-[0046]). 

Claim 18: JP '715 discloses an electronic device (paragraphs [0002-[003]) comprising: 
an electrode comprised of an electrode material as set forth above in claim lhaving the formula 
Lin-xNiaMnpAY02 wherein A is chosen from the group consisting of Mg, Zn, Al, Co, Ga, B, Zr, 
and Ti and further wherein x is between about 0 and about 0.2, a is between about 0.1 and about 
0.5, p is between about 0.4 and about 0.6, and y is between about 0 and about 0.1. 

Claim 19: JP '715 discloses an electronic device comprises a rechargeable battery 
paragraph [0003]). 

Allowable Subject Matter 

6. Claims 15-17 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Reasons for Indicating Allowable Subject Matter 

7. The following is a statement of reasons for the indication of allowable subject matter: 
The claimed invention is directed towards specific steps for manufacturing the claimed 

electrode material by a solid state reaction method, an aqueous solution based process, and a sol- 
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gel method. The specific steps for each of these methods are neither taught nor suggest in the 
prior art reference if record. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas H. Parsons whose telephone number is (571) 272-1290. 
The examiner can normally be reached on M-F (7:00-4:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Pat Ryan can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Thomas H Parsons 

Examiner 

Art Unit 1745 




